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DETAILED ACTION 

1. Preliminary amendment filed on June 28, 2006 is made of record. Claims 1-8 
are currently pending in the application. 



Election/Restrictions 

1 . This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are 
not so linked as to form a single general inventive concept under PCT Rule 13.1. 

2. The species are as follows: 

Organophosphorus compound, triazine skeleton-containing compound, an 
expanded graphite and polyphenylene ether. 

Applicant is required, in reply to this action, to elect a single species to 
which the claims shall be restricted if no generic claim is finally held to be 
allowable. The reply must also identify the claims readable on the elected 
species, including any claims subsequently added. An argument that a claim is 
allowable or that all claims are generic is considered non-responsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to 
consideration of claims to additional species which are written in dependent form 
or otherwise include all the limitations of an allowed generic claim as provided by 
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37 CFR 1.141. If claims are added after the election, applicant must indicate 
which are readable upon the elected species. MPEP § 809.02(a). 

3. The claims are deemed to correspond to the species listed above in the following 
manner: 

Claims 3 and 7 (organophosphorus compound); Claim 4 (triazine 
skeleton-containing compound); Claim 5 (expanded graphite); Claim 6 
(polyphenylene ether). 

The following claim(s) are generic: Claims 1 , 2 and 8. Therefore, 
Group I - claims 1-3 and 7-8 (organophosphorus compound). 
Group II - claims 1-2, 4 and 8 (triazine skeleton-containing 
compound). 

Group III - claims 1-2, 5 and 8 (expanded graphite). 
Group IV - claims 1-2, 6 and 8 (polyphenylene ether). 

4. The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same 
or corresponding special technical features for the following reasons: the species 
neither have a common structural feature associated with them or belong to the 
same class of compounds. 

5. During a telephone conversation with Scott Bardell on August 27, 2007 a 
provisional election was made with traverse to prosecute the invention of group I, 
claims 1-3 and 7-8. Affirmation of this election must be made by applicant in 
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replying to this Office action. Claims 4-6 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non- 
elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) 
if one or more of the currently named inventors is no longer an inventor of at 
least one claim remaining in the application. Any amendment of inventorship 
must be accompanied by a request under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1.17(i). 

Claim Rejections - 35 USC § 102/103 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 1-3 and 7-8 rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Yamazaki et al (JP 2000- 
313785). 

Yamazaki et al disclose a resin composition for fire-resistant molding 
materials suitably used as a sheet (paragraph 0001). The flame retardant 
molding material comprises a radically polymerizable resin containing aluminum 
hydroxide and phosphoric ester methacrylate (paragraph 0007). Other 
compounds that are copolymerizable with phosphoric ester methacrylate can be 
included (paragraph 0023). Examples of copolymerizable monomers include 
styrene, methyl (meth)acrylate, ethyl (meth)acrylate (paragraph 0025). The 
phosphoric ester (meth)acrylate is present in 5-80% by weight of the resin and it 
is desirable that the other copolymerizable monomer is present in an amount of 
20-95% by weight. It is desirable to use 1 00-300 parts by weight of aluminum 
hydroxide to 100 parts of the resin (paragraph 0028) and reads on the wt% of 
metal hydroxide of claim 1 . See example 1-3 (Table 1) wherein the percentage 
of aluminum hydroxide falls within the claimed range. 
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The prior is silent with respect to its use as a thermally conductive sheet 
and the high flame retardancy associated with it. f 

However, in light of the fact that prior art teaches / discloses essentially 
the same composition as that of the claimed and is useful for molding into a 
flame retardant sheet, one of ordinary skill in the art would have a reasonable 
basis to believe that the flame retardant sheet formed using the composition of 
prior art exhibits essentially the same property(ies) i.e. high flame retardancy 
which is thermally conducting. Therefore, the flame retardant sheet of prior art 
can be used as a thermally conductive sheet and possess high flame retardancy. 
See In re Best, 562 F.2d 1252, 1254, 195 USPQ 430, 433 (CCPA 1977). 

Even if properties of the flame retardant sheet of instant claims and prior 
art examples are not the same, it would still have been obvious to one of ordinary 
skill in the art to make flame retardant sheet having the claimed properties 
because it appears that the references generically embrace the claimed flame 
retardant sheet and the person of ordinary skill in the art would have expected all 
embodiments of the reference to work. Applicants have not demonstrated that 
the differences, if any, between the claimed flame retardant sheet and the flame 
retardant sheet of prior art give rise to unexpected results. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Karuna P. Reddy whose telephone number is 
(571)272-6566. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David Wu can be reached on (571) 272-1 114. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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